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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 22 July 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 3-8 and 32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schlapfer et al. (U.S. Patent No. 5,501,684). 

Schlapfer et al. disclose a dynamic stabilization system for stabilization 
comprising a stabilization element (FIG. 8, ref. 37) capable of spanning between at least 
two vertebrae and defining a longitudinal axis along the length of the element: at least 
two bone anchors (ref. 1e), each having a bone engagement portion (lower half); and at 
least two connectors (see FIG. 8, attachment mechanisms fixing ref. 1e to the 
stabilization element, ref. 37) for connecting a corresponding one of the bone anchors to 
the stabilization element, at least one connector including; a bearing member (ref. 51) 
attached to the stabilization element; a compressible flexible element (ref. 2e) supported 
within the bearing member with the bone anchor extending through the flexible element, 
the flexible element contacting the bearing member substantially along the longitudinal 
axis of the stabilization element to permit relative pivoting between the corresponding 
bone anchor and the stabilization element and the flexible element is configured to 
expand along the longitudinal axis as the element is compressed; and an adjustment 
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element (ref. 6e) configured to compress the flexible element to thereby adjust the 
flexibility of the flexible element to adjust the amount of the relative pivoting (claim 1 ). 
The stabilization element includes an elongated spinal rod, the bearing member is a rod 
end bearing including a rod engagement portion; and the flexible element is a bearing 
element of the rod end bearing (claim 3). The bearing element is received within a 
bearing race (integral with ref. 51 , the surface along circumference of the bore in which 
ref. 2e is placed) of the rod end bearing; and the adjustment element is arranged to 
compress the bearing element within the bearing race (claim 4). The rod engagement 
portion includes a bore for receiving a portion of the spinal rod therein and a set screw 
(ref. 38e) for clamping the spinal rod within the bore (claim 5). The at least one of the 
bone anchors includes a stem having a threaded portion (see FIG. 1, ref. #42); the 
flexible element includes a bore for receiving the stem therethrough; and the adjustment 
element includes a nut engaging the threaded portion and arranged to compress the 
flexible element as the nut is threaded onto the threaded portion (claim 6). The at least 
one of the bone anchors includes an intermediate portion (see FIG. 1 , ref. 1 1 ) between 
the stem and the bone engagement portion, the intermediate portion configured to 
support the flexible element so that the flexible element is compressed between the 
intermediate portion and the nut when the nut is threaded onto the threaded portion 
(claim 7). Another of the connectors is configured to substantially rigidly connect one of 
the bone anchors to the stabilization element (see FIG. 8, left side) (claim 8). The 
flexible element has a substantially spherical outer surface; and the bearing race 
defines a substantially spherical inner surface engaging the outer surface of the flexible 
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element (claim 31). The flexible element is compressible along an axis substantially 
perpendicular to the longitudinal axis: and the adjustment element is configured to 
operate along the substantially perpendicular axis (claim 32). 




Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlapfer et al. (U.S. Patent No. 5,501 ,684). 

Schlapfer et al. discloses the claimed invention except for the bearing race being 
mounted within the bearing member (i.e. a bearing race that is not integral with the 
bearing member). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to construct the bearing race not being integral with the 
bearing member, since it has been held that constructing a formerly integral structure in 
various elements involves only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 
177, 179. 

Response to Arguments 

Applicant's arguments filed 07/22/2008 have been fully considered but they are 
not persuasive. Applicant's amendments to the claims filed 07/22/2008 (see underlining 
in above rejection) do not appear to overcome the Schlapfer et al. reference. Applicant 
argues that the Schlapfer et al. reference does not show a flexible element that is 
compressible and configured to expand along the longitudinal axis as the element is 
compressed. Rather, Applicant argues that element ref. #2 expands via slits ref. # 24. 
Applicant also argues that the adjustment element is not configured to compress the 
flexible element to thereby adjust the flexibility of the element to adjust the amount of 
relative pivoting. The examiner respectfully disagrees. The element denoted by ref. #2 
is clearly compressed against the inner walls of the borehole ref. #31 that receives the 
element, for example, as seen in FIG. 4. For something to be considered "compressible" 
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it must merely be capable of being compressed, squeezed, or pressed against 
something or into a smaller space. To be compressible, the element does not need to 
be made of a specific material, as suggested by Applicant; moreover, Applicant is not 
claiming any specific material, like silicon or any other elastomeric material, in the 
claims. Therefore, the element is "compressible" because it presses against the inner 
walls of borehole ref. #31 to lock the components together. Also, element ref. #2 
expands in all directions as a result of its slits to press against the inner walls of 
borehole ref. #31 , including the direction along the longitudinal axis, and can therefore 
be considered flexible. Thus, the element is configured to expand along the longitudinal 
axis as the element is compressed via the adjustment member. In addition, the 
adjustment member denoted by ref. #6 appears configured to compress the flexible 
element to thereby adjust the flexibility of the flexible element because the adjustment 
member forces the element to expand and therefore compress against the inner walls of 
borehole ref. #31 . Because the element becomes increasingly tightened until it is locked 
in the borehole due to its slit expansion and resulting compression against the inner 
walls of the borehole, the adjustment nut can be considered to adjust the flexibility of the 
flexible element to adjust the amount of relative pivoting as it produces this 
tightening/locking action. 

Regarding claim 4, the claims do not specify that the bearing race is non-integral 
with the bearing member. Therefore, it is irrelevant whether the reference includes 
those features or not. 
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Regarding claims 6-7, the nut #6 of Schapfler is clearly "arrange" to compress 
the flexible element as it is tightened. 

Regarding claim 32, the flexible element is clearly compressible along an axis 
substantially perpendicular to the longitudinal axis; and the adjustment element is 
configured to operate along the substantially perpendicular axis as it is threaded to 
tightened and lock the compressible element. 

The rejections are deemed proper. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Application/Control Number: 10/749,822 Page 8 

Art Unit: 3733 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Hoffman whose telephone number is 571-272- 
5566. The examiner can normally be reached on Monday-Friday 9:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo C. Robert can be reached on 571-272-4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MCH/ 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



